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DETAILED ACTION 
Response to Amendment 

This Office Action is responsive to the Amendment filed April 27, 2007. 
The pending claims are treated as follows: 

• The rejection of claims 1-5, 10-16, 19, 22, 24, 26,28-31 & 42-52 
on the ground of nonstatutory obviousness-type double patenting 
as being unpatentable over claims 1,2, 4-7, 9-10, 12-13, 15-16, 
18-21 & 22-23 of U.S. Patent No. 10/913,922, is overcome. 

• The rejection of claim 2 is rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out 
and distinctly claim the subject matter which applicant regards as 
the invention, is overcome. 

• Claims 1-9 & 42-44 are allowable over the prior art of record, 
because the prior art is silent to a primary battery comprising a 
cathode with an oxide containing the metals of the composition of 
claim 1. 

• The rejection of claims 22-23 & 27-30, 32-35 & 49-52 are 

rejected under 35 U.S.C. 102(b) as being anticipated by Passaniti et 
al. U.S. Patent 6,001, 508is witdrawn. 
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Double Patenting 

The Terminal Disclaimer filed August 28, 2006 was received. 
Therefore, the rejection of claims 1-15, 17—18, 20-30, 32-35 & 42-52 
on the ground of nonstatutory obviousness-type double patenting as 
being unpatentable over claims 1-9, 30—39, 60—72 & 92-97 of U.S. 
Patent No. 10/913,922, is overcome. 

The rejection of claims 43, 46, 50 & 52 on the ground of 
nonstatutory obviousness-type double patenting as being unpatentable 
over claim 1 of U.S. Patent No. 10/913,922 in view of Mori et al. U.S. 
Patent 6,794,082, is overcome. 

Allowable Subject Matter 

Claims 1-9 & 42-44 are allowable over the prior art of record, 
because the prior art is silent to a primary battery comprising a cathode with 
an oxide containing the metals of the composition of claim 1. 

Claims 4-5 would be allowable over the prior art of record once the 
provisional double patenting rejection is overcome, because the prior art is 
silent to a cathode oxide, wherein an electrically conductive portion of 
carbon or metal oxide is coated on the cathode material. 
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Claims 10-16 & 19 would be allowable over the prior art of record, 
because the prior art is silent to a primary battery comprising an cathode 
oxide, wherein the oxide comprises an alkaline earth metal and pentavalent 
bismuth. Claims 17-18 & 20-21 & 45-48 are allowed based on their 
dependency on claim 10. 

Claims 24-26 & 31 would be allowable over the prior art of record, 
because the prior art is silent to a primary battery comprising a cathode with 
an oxide containing the metals of claims 24-25 & 31 and pentavalent 
bismuth. 

Claim Rejections - 35 USC §103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis 
for all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the 
subject matter sought to be patented and the prior art are such that the subject 
matter as a whole would have been obvious at the time the invention was made to a 
person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 22-23 & 27-30, 32-35 & 49-52 rejected under 35 U.S.C. 
103(a) as being obvious over Passaniti et al. U.S. Patent 6,001,508. 

With respect to claim 22, Passaniti et al. teach an electrochemical 
cell, comprising: a cathode comprising an oxide containing a transition metal 
and pentavalent bismuth such as AgBi03 (col. 3, lines 45-55); an anode; and 
separator between the electrodes; and an alkaline electrolyte. See column 
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4, lines 25-35. The cathode material may contain electrochemically active 
material different from the oxide. See column 2, lines 30-40 and column 4, 
lines 55-65. 

With respect to claim 23, the transition metal is silver. See column 2, 
lines 30-40 and column 4, lines 55-65. 

With respect to claim 27, the cathode oxide is AgBi0 3 (col. 3, lines 
45-55). 

With respect to claims 28-30, the oxide contains an electrically 
conductive surface coating of Ag 2 0. See Figure 1. 

With respect to claim 32, the anode is zinc (col. 4, lines 20-25). 

With respect to claim 33, the electrolyte contains sodium or 
potassium hydroxide (col. 4, lines 25-35). 

With respect to claim 35, the limitation with respect to the separator 
being capable of trapping soluble bismuth species, is an inherent function of 
the separator set forth in the prior art, because Passaniti teaches a polyvinyl 
alcohol separator and the battery could not function if the separator does not 
separate the active material of the cathode from the anode. 

With respect to claim 34, the limitation with respect to the first 
material being capable of reducing the solubility of the oxide in the 
electrolyte, is considered an inherent function of the prior art set forth, 
because Passaniti teaches the same zinc oxide electrolyte additive set forth 
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by the instant claims. Support for this assertion is provided in MPEP 
2112.01, " [where] [pjroducts of identical chemical composition can not 
have mutually exclusive properties." A chemical composition and its 
properties are inseparable. Therefore, since Passaniti teaches the identical 
chemical structure, the properties applicant discloses and/or claims are 
necessarily present. See In re Spada, 911 F.2d 705, 709, 15 USPQ2d 1655, 
1658 (Fed. Cir. 1990). With respect to claims 49-52 the cathodic additive 
includes NiOOH and manganese dioxide. See Table 4. 

Passaniti teaches 2-12% NiOOH, however the reference does not 
expressly disclose a cathode composition including 50% by weight NIOOH. 

However, it would have been obvious to one of ordinary skill in the art 
at the time the instant invention was made to employ a weight percent of 
50%, since it has been held that discovering an optimum value of a result 
effective variable involves only routine sill in the art. In re Boesch, 617 F.2d 
272, 205 USPQ 215 (CCPA). The skilled artisan recognizes that the amount 
of NIOOH directly effects conductivity of the electrode. 
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Response to Arguments 

Applicant's arguments with respect to the pending claims have been 
considered but are moot in view of the new ground(s) of rejection. 

Applicant assert that Passaniti is not anticipatory because it does not 
teach the weight percent of NiOOH. This assertion is correct however, the 
weight percent is an optimizable parameter as asserted hereinabove. 
Applicant also contends that the silver oxide is not part of the cathodic 
material. This argument is not persuasive. Although the silver oxide is a 
coating on the cathode, the material as identical to the instant claims, serves 
as a cathodic material. The claims do not distinguish the form in which the 
composition is contained. Therefore, with respect to silver oxide, the 
position stands. 

Conclusion 

Any inquiry concerning this communication or earlier communications 
from the Examiner should be directed to Monique Wills whose telephone 
number is (571) 272-1309. The Examiner can normally be reached on 
Monday-Friday from 8:30am to 5:00 pm. 

If attempts to reach Examiner by telephone are unsuccessful, the 
Examiner's supervisor, Patrick Ryan, may be reached at 571-272-1292. The 
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fax phone number for the organization where this application or proceeding 
is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained 
from the Patent Application Information Retrieval (PAIR) system. Status 
information for published applications may be obtained from either Private 
PAIR or Public PAIR. 

Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see 
http://pair-direct.uspto.gov.Should you have questions on access to the 
Private PAIR system, contact the Electronic Business Center (EBC) at 866- 
217-9197 (toll-free). 




MW 



PATRICK JOSEPH RYAN 
SUPERVISORY PATENT EXAMINER 
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